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I. The SEA IP SME Helpdesk : who are we
and how can we help you ?
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SOUTH-EAST ASIA IR South -east Asia IP
LA advice for European SMEs

#knowbeforeyougo!

European Innovation
Council and SMEs Executive

Agency (EISMEA) > free first-line confidential advice on intellectual property:
question@southeastasia-iprhelpdesk.eu

> awareness-raising about IP matters in
South-East Asia affecting EU SMEs

> help to EU SMEs to make informed IP decisions

Available to all EU SMEs, the Helpdesk: co-operates with'Etiropean
SME networks, chambers of: commerce and/industry associations —
to offer these services free of:charge

https://ec.europa.eu/ip-helpdesk

© Eur p 2021R auh sed p ddth urce is acknowledged. The reuse policy of
Europea C mm docume regu l dbyD 2011/833/EU 0J L 330, 14. 12 2011 p-39.



* K %
% *
* *

* *
* gk

SOUTH-EAST ASIA E31ETE 101 & .
LS Helpdesk Free.Services

Enquiry Website & Training Eslearning Publications
Helpline Newsletter Workshops & Business |
2z & Tools

Live Webinars
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Home  Services v Regional helpdesks v IP management and resources ©  News & Events v About v

https://ec.europa.eu/ip-helpdesk
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1) THE FACTS: Business in Malaysia for EU Companies
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B The importance of trade mark protection

BB How to manage your trade mark portfolio
through the Madrid system

BB sME case studies

BB Take-away messages

BB Glossary of terms.

B Related links and additional information

1. The importance of trado mark protection
) What & protectable as 3 trade man?

A trade mark is & sign that is capable of istinguishing the goods or
f ot

services of one underaking fiom thos

1 general, 2 is possible to distinguish several trade mark categories:
+ word marks corpist exchishely of words, letters, numerals and other
STandar ypographic charactes

of
+ figurative marks containing word elements are signs with a
o

« shape marks consist of a thiee- hepe,

« shape marks containing wore elements are shage masks contaming
verbal elemeats

+ position marks protect the specific way in which the mask is placed on
or afixad 10 the procict.

« pattem marks aie signs whare & se1 of elernents are regulinly repeated.

Some trade mask systems grant protection t ‘non-traditional trade
ks, This gpecial catagery Includes manks that differ frem the

concapts (La. waid, desigs 16gos, lemars or comb
a5 i) coleurs, 6 mations. i) sousds, (i) scents end
Although itonal marks exst across the wor

allew thom to be regiztered. For oxarmple, ounds ai
ks in tdainland Chin, Bruney, donesta, Malaysa, Singapcrs, Thatind,
Argentina. Bolrda, Chie, Colombia. Costa Rica. the Dominican Republi,
Eaador, £l Salvador, Guatemala, Mexico, Nicaragus, Panama, Paraguay.
Fory, Urigusy and Venazueia. Scents are potectsd in Malaysia, Singapers,
Argertinm, Bclivia, Colombis. the Daminican Repubic, Ecuador, €l Salvadar,
Guatemala, Mexico, Nicaragua, Panama and Pen In Argentina. Malaysa
and Sngapore. it is alzo pozeible to regit

Holograms can be registered as trade
SMgpale and etnam.

ade marke
3 n Indonesia, Malayia,

Guide
On the Madrid system
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3. How to use the PCT?

* Fing of

Sten 2: The rationa’l reglenal shase

4. Case studies
5. Addiional resources
6. Annex - Terms and abbreviations

Patent Cooperation
Treaty (PCT) Guide

® ;‘é‘*l

1. INTRODUCTION
Purposo of this guide

Tois guide 5 for enterprises Interested In pursUNg patent appikations
under the Patent Conperation Treaty (FCT). It spechically targets small and
fredim sized enterprices (SMES) wantng T patent their inventons in a
simple and cost-effective way at an ntamatiaal kevel The guide provides
a dezailec overviews of the fwo phases of the PCT applkation procsdurs
and outlines the casts and raquirements of the nationdt phase in Latn
Hmorica, China ard South-East Asla The guide ako discussss the 1ok of
the European Patent Office (EFO) under the PCT.

Why do you need & patent strategy

Sustained product innoation and product quality standards subetantially
contrbute to a company's reputation on the market Nowadays, more and
more their o the ability ez
o innovate. intellectual property rghts (IPRS) and especially patents
can sigficantly antriage 1o making a name for one's corpany and
reinforcing ts imovative image whith Is particulerly Frportant when
enterng new markets.

s for acguiring customers' Lojalty, brand name and repUn, 04T
n an increased vaiue of the corrpany and Impioved fLie proftabiity

Although SME ofien heve Limited trme and resources to dedicate for
chtaning IP protection, patents togsther with other IPRs can strongly
benefit theif busnesses i both dormestic snd mtematonal merhets. IPRS
2 intangble assets aro & hey factor n the competitivenezs of SHES 1
the globel aconcey. They are alsp sbumental for 20auring & retum en
Investments in Innevation and e partalary relevant 1o SHES a5 they
Interrationabse their usiness

Guide on the PCT
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https://op.europa.eu/en/publication-detail/-/publication/04fff105-0dc6-11eb-bc07-01aa75ed71a1/language-en/format-PDF/source-240643759
https://op.europa.eu/en/publication-detail/-/publication/dc5fb09a-a0b7-11eb-b85c-01aa75ed71a1/language-en/format-PDF/source-240643780

Free of charge to ALL OUR beneficiaries
ONSITE or VIRTUALLY

Companies: Type of services = awareness raising events, trainings, webinars, dissemination of
European SMEs, materials, consultations on the spot / online, helpline service.
Start-ups, European H Baid IP h : Ket?
Entrepreneurs ow to build an IP strategy when entering to new market:
ASEA%;Sregumpe - Review your IP clause in contracts?
- Need for a good NDA template?
- Support to run an identical TM search?
Multipliers:

National IP offices.  Lype of services = co-organizing events / customized trainings for Trade missions,
EC initiatives, trade addressing IP questions of stakeholders. How to involve us?
agencies; Chambers

of commerce, : : _ . S
Professional - One2one confidential consultations after seminars with IP expert / country specific expert

associations,
Business
incubators, Science - Business seminar to your SMEs already established in Singapore on key updates re IP
parks, Technology system e.g. How to protect my innovation? How to register your TIM 1in muitipie countries?
hubs, Clusters

SOUTH-EAST ASIA
IP SME HELPDESK
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- Pre-departure meeting/briefing before/during Trade Missions

- On the spot advice during trade fairs at your national pavilion



II. Tips for protecting the assets of a
business through IP in Malaysia.
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BRAND PROTECTION
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Safe




What is IP?

Intellectual Property (IP) refers to creations of the

mind (from works of art to inventions, computer programs to
trade marks and other commercial signs)

IP is a complex and wide topic.

It is not a unitary concept (different laws relating to
different types of IP rights, each country or territory may have
its own IP law and practice + International law / treaties)

The major distinction is between:

* Industrial Property ( invention patents, trade marks, industrial designs and geographical
indications)

» Copyright & related rights (cover literary works, films, music, artistic works, software

and data banks)

SOUTH-EAST ASIA
IP SME HELPDESK (%]
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s have a quick overvie
the main IP rights!

Invention patents

®
@)

©

Trade marks

Industrial Designs

Copyright

Geographical Indications
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Product or process that offers a
new way of doing something, or
a new technical solution to a
problem

Signs used in trade with relation
to goods & services

Aesthetic or ornamental aspects
of a product

Original works (literary, artistic
and scientific works)

A sign used on products that
have a specific geographical
origin and possess qualities or a
reputation that are due to that
origin




P Protection in Malaysia (officia

oht - Registration takes around 3/6 months
g * Costs of basic application approx. 35 €
- Registration takes around 4/5 years

ion Patent * Costs of basic application approx. 275 €

- Registration takes around 2/3 years

s »
Innovation * Costs of basic application approx. 275 €

- Registration takes around 2/3 years

rial deSIgn * Costs of basic application approx. 150 €

- Registration takes around 1 year

marks * Costs of basic application approx. 215 €
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Impact of COVID on IP ?

GLOBAL IP FILING ACTIVITY IN 2020

Patents IWW 3.3 million
/ g /

Utility .
models W| 3 million

2019 p=| 2020

Trademarks* ey

Industrial .
designs** |77/77;| 1.4 million

17.2 million

Patent filings worldwide grew by 1.6% in 2020. Trademark and industrial design filing activity grew by 13.7% and 2%, respectively.
Patent filings around the world exceeded 3.3 million, trademark filing activity totaled 17.2 million and industrial design filing activity

amounted to 1.4 million. Applications for utility models — a special form of patent right — grew by 28.1% to reach 3 million applications.

MNotes: * refers to class count — the total number of goods and services classes specified in trademark applications.
** refers to design count — the total number of designs contained in industrial design applications

Source: WIPO Statistics Database, November 2021

Commission documents is regulated by Decision 2011/833/EU OJ L 330, 14.12.2011, p.39.
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Impact of COVID on IP ?

Shares of IP filing activity by region
WHICH REGION RECEIVED THE BULK OF IP FILINGS IN 20207

Asia [] Other regions

_Trademarks 17.2 million
O/ :|[
- Patents 3.3 million
/77447 |l
_ Utility models 3 million
I zz44;

1.4 milli
e ) il

IP offices in Asia received the highest numbers of applications for patents, utility models, trademarks and industrial designs in 2020,
reaching 66.6%, 98.4%, 71.8% and 70.9% of the world total respectively.

Notes: * refers to class count — the total number of goods and services classes specified in trademark applications.
** refers to design count — the total number of designs contained in industrial design applications.

Source: WIPO Statistics Database. November 2021
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Impact of COVID on IP ?

Counterfeiters are always super quick to adapt and take advantage of the situation therefore
IP protection needs to follow the interests and activities of the company.

 Less control (border, parcels, police, courts, investigation, etc.)

A ‘digital paradise’ with positive (new shift to online purchases especially during
lockdown) and negative impacts (difficult to track counterfeiters online who use different
IP addresses, mirror websites and many other techniques).

« IP & health issues (customers were forced to purchase vital products online like
medical facemasks, hand sanitizers, thermometers, COVID-10 testing kits,etc)

SOUTH-EAST ASIA
IP SME HELPDESK
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What's new / next ?

1) Malaysia became the 106th member of the Madrid Protocol System upon depositing the instrument of accession of the
Protocol relating to the Madrid Agreement concerning the International Registration of Marks on September 27, 2019.

2) Trademark Act (“the TA 2019”) officially came into force on December 27, 2019 in Malaysia. Still in force as of today.

3) On November 12, 2021 - NanoMalaysia Berhad signed a Memorandum of Understanding (MOU) with MyIPO for the
Technology and Innovation Support Center (TISC) programme. The programme provides a platform for IP training programmes,
such as patent searching, patent drafting, IP commercialisation and IP marketing, conducted and coordinated by MyIPO, in
cooperation with WIPO.

4) On December 13, 2021, the following Bills have been tabled for second reading in Dewan Rakyat (lower house of the
Malaysian Parliament) :

v Patents (Amendment) Bill 2021 (substantial amendments to Patents Act of 1983)

v Copyright (Amendment) Bill 2021 (substantial amendments to Copyright Act of 1987)

v  Geographical Indications Bill 2021 (will replace the Geographical Indications Act 2000 for enabling the protection and
registration of Gls in relation to goods)

= Dewan Negara passed the 3 bills on December 22, 2021, approved after the third reading by Deputy Minister of Domestic
Trade and Consumer Affairs.

SOUTH-EAST ASIA
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What's new / next ?
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Young people in Malaysia with groundbreaking inventions increa

DEC 2021
KLCC &= Young people in Malaysia with
ASIA’S LEADING groundbreaking inventions increasing

INVENTION, INNOVATION &
TECHNOLOGY EXHIBITION

Here at ITEX, we are firm believers in encouraging children to be their most innovative selves. This is why the inaugural staging of the World Your
Inventors Exhibition (WYIE) during ITEX 2020 was such a big success that we had to bring it back in 2021!

NANOMALAYSIA BERHAD SIGNS MOU WITH MYIPO FOR THE TECHNOLOGY AND
INNOVATION SUPPORT CENTER (TISC) PROGRAMME

12 November 2021 - NanoMalaysia Berhad (NMB) signed a Memorandum of Understanding (MOU) with Intellectual Property Corporation of Malaysia (MyIPO) for the Technology and
Innovation Support Center (TISC) programme.

SOUTH-EAST ASIA
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Take away messages

I. Build an efficient IP protection strategy (planning is key)
v' Assess the assets of the company
v' Define which IPR may be suitable / applicable
v' Assess the territorial coverage
v' Register your IPR & create a portfolio of rights

II. Territoriality of IPR (cover countries where you trade and manufacture
+ potential partners) & adapt your strategy to local / regional
specificities

III.Increase your knowledge on IP (MyIPO, EUIPO, WIPO, SEA IP SME
Helpdesk)

SOUTH-EAST ASIA
IP SME HELPDESK
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Let’s Stay Connected With Us!

Ki in (i1 Tube;

@ipSEAsia @seaiphelpdesk @south-east-asia-ip- South-East Asia Intellectual
sme-helpdesk Property SME Helpdesk

\

PRACéIS ”iEURlCE

PUBLIC RELATIONS

COMMUNICATION E U R 0 C H A M
bTRSff{]IE(JY Sociedade Portuguesa de Inovacao European Chamber of Commerce in Vietnam
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https://www.facebook.com/seaiphelpdesk/
https://twitter.com/ipSEAsia
https://www.linkedin.com/company/south-east-asia-ipr-sme-helpdesk
https://www.youtube.com/channel/UCDj2M6x-IrpQzW5tLx1YA1g/featured

Thank you for your attention
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